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Count 1 is directed to a Markush claim consisting 
of final products. It is therefore patentably 
distinct from count 3 which is directed to 
intermediate compounds used in preparing the final 
products . 

Count 2, which is drawn to a species, is 

patentably distinct from count 1 because although 

embraced by the broad genus of count 1, applicants 

have provided data which demonstrates unexpected 

results, and hence, unobviousness over the broad genus 

of count 1. See the Declar 

4-27-95. Exhibit 4 
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Any inquiry concerning this communication or 
earlier communications from the examiner should be 
directed to Johann Richter whose telephone number is 
(703) 308-4532. 



RICHTER: bah 
August 10, 1995 
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Proposed generic connt a nd claims donated a < mrr^ n i in r Tf K mn 

Count 1 



A taxoid of the formula: 



RO 



o 




OCOC.H, OCOCHj 



;o 



in which 



R represents hydrogen or acetyl, 



R, represents benzoyl or R,-0-CO- in which R 2 represents t-butyl, and 

At represents phenyl or a- or 8-naphthyl, said phenyl or naphthyl being 
unsubstituted or substituted by C M alkyl, C M alkoxy, halogen, or CF„ or Ar 
represents 2- or 3-thienyl or 2- or 3-furyl, said thienyl or furyl being unsubstituted 
or substituted by halogen, 



R is -COR* in which R* is t-butyloxy, C M alkyl, alkenyl, C M alkynyl, 
C M cycloalkyl, or phenyl, optionally substituted with one to three same or 
different C w alkyl, C w alkoxy, halogen or -CF, groups; 

R J is alkyl. C M alkenyl, alkynyl, cycloalkyl, or a radical of 
the formula -W-R« in which W is a bond, C w alkenediyl. or -(CHj),-, in which t 
is one to six; and R x is naphthyl, furyl, thienyl or phenyl, and furthermore R l can 
be optionally substituted with one to three same or different C, 4 alkyl, C w alkoxy. 
halogen or -CF 3 groups; and 

R J is OCOR. -OCOOR. H, or OH; R* is hydrogen; or R 3 and R 4 jointly 
form a carbonyl group; and R is C,^ alkyl. 



A compound of the formula 




in which 
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In sum, RPR claim 142 and BMS claim 7 define the same compound and thus define the 
same invention. The PTO has already issued BMS patent claim 7; RPR claim '142 must, 
therefore, be allowable. Species Count 2 links RPR claim 142 and BMS claim 7 by "OR" as 
follows: 

Proposed species count and claims designated as correspondi ng thereto 

Count 2 

4a-10B-diacetoxy-2a-benzoyloxy-5B,20-epoxy-lB-hydroxy-7B,8S- 
methy lene-9-oxo- 1 9-nor- 1 1 -taxen- 1 3a-yi(2R,3S)-3-tert-butoxycarbonylamino-2- 
hydroxy-3-phenylpropionate 

OR 

N-debcnzoyl-N-t-butoxycarbonyl-7-deoxy-8-<iesmethyl-7 ( 8-cyclopropaiaxoL 
RPR claim 142 and BMS claims 7, 8 (to extent it depends on claim 7), and 9 (to the 
extent it depends from claim 7) should be designated in Form PTO-850 as corresponding to 
species Count 2. 

3. RPR claim 141 is patentable and interfering with B MS claim 10 
Claim 141 of the present application and claims 10 and 11 of the BMS patent define the 
same patentable invention directed to intermediate compounds. Claim 141 was rewritten from 
cancelled claim 101, and, as Exhibit E shows, claims the same subject matter as the cancelled 
claim. The RPR specification, moreover, fully supports claim 141, as shown in Table 4: 
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Specifically, RPR claim 141 falls completely within the scope of Claim 10 of the BMS 
patent and defines the same invention. Because BMS patent claim 10 has issued, narrower RPR 
claim 141 must be allowable. Intermediate Count 3 links RPR claim 141 with BMS claim 10 
as follows: 

Proposed intermediate count and claims designated as corres ponding thereto 



A taxoid of the formula: 



Count 3 



G r O 0 




OCOC«H 5 OCOCH 3 



in which G x represents hydrogen or acetyl, 

OR 

A compound of the formula: 




6C0C*H 5 6 Ac 



in which R 13 is hydrogen, acetyloxy or hydroxy; R M is hydrogen; or R 13 
and R 14 jointly form a carbonyl group, 

RPR claim 141 and claims 10 and 1 1 from the BMS patent should be designated in Form 
PTO-850 as corresponding to intermediate Count 3. 



